/ 




I Tmttkd Static Patent amt> Trademark Office 




UNITED STA TES DEPAB'IMENT OF COMMliKUL 

iT^itnd States Patent and Trademark OfTico 

J2o££ CO^ISSIONER OF PATENTS AND TRADEMARKS 

Washington, D.C. 8023 1 

www.uspto.gow 




09/416,501 10/08/1999 
7590 



BRIAN S. DOYLE 



42390.P4514D 



02/28/2002 

BLAKELEY SOKOLOFF TAYLOR & ZAFMAN LLP 
12400 WILSHIRE BOULEVARD 
7TH FLOOR 

LOS ANGELES, CA 900251026 



EXAMINER 



ORTIZ, EDGARDO 



ART UNIT 



PAPER NUMBER 



2815 

DATE MAILED: 02/28/2002 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 07-01) 



Office Action Summary 



Application No. 
09/416,501 



Applicant(s) 



Doyle 



Examiner 



Edgardo Ortiz 



Art Unit 

2815 




The MAILING DA TE of this communication appears on the cover sheet with the correspondence address - 



MONTH(S) FROM 



Period for Reply ^ rvnior: 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 

„ tna^oX™^ 2^^^ZTZ^ wi.nin statutory mi n imum o, tn.ty ,30, days 
. „ N b o %£t£XZ specified above, tha ma^um statutory period wii, apply and will expira SIX <» MONTHS from tha mailing data of th,s 

communication. the application to become ABANDONED (35 U.S.C. § 1 33). 

- !TJ;M K r«S V r 'IS « - * communication, even if time, ,ed, m.y reduce any 

" earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)63 Responsive to communication(s) filed on Feb 1 1, 2002 



2a) □ This action is FINAL. 



2b) 63 This action is non-final. 



za)LJ mis acuun is ninj-ii-. 

3) n Since this application is in condition for allowance except for formal matters i < P-ec^on as to the merits ,s 
closed in accordance with the practice under Ex parte Quayfe, 1935 CD. 11, 453 u.u. J. 



Disposition of Claims 

4)63 Claim(s) 28-32 



4a) Of the above, claim(s) 

5) D Claimts). . 

6) 63 Claim(s) 28-32 

7) D Claim(s) 

8) D Claims . 



is/are pending in the application, 
is/are withdrawn from consideration, 
is/are allowed. 



is/are rejected. 

is/are objected to. 



are subject to restriction and/or election requirement. 



Application Papers 

9)D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are objected to by the Examiner. 

The proposed drawing correction filed on Ib: «)□ approved b)D disapproved. 

1 2) D The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 S11Q . , , H , 

13) D Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-ld). 

a)D All b)D Some* c)D None of: 

1. □ Certified copies of the priority documents have been received. 

2 □ Certified copies of the priority documents have been received in Application No. 

3. □ Copies of the certified copies of the pricrft/ documents have been received in this National Stage 
application from the International Bureau (PCT Rule 1 7.2(a)). 
-See the attached detailed Office action for a list of the certified copies not rece.ved. 

14) D Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 119(e). 



Attachments) 

15) 53 Notice of References Cited (PTO-892) 

16) □ Notice of Draftspereons Patent Drawing Review (PTO-948) 

17) □ Information Disclosure Statement(s) (PT0-1449) Paper Nols). . 



18) □ Interview Summary (PTO-413) Paper No(s). 

19) Q Notice of Informal Patent Application (PT0-1 52) 

20) Q Other: 



Part of Paper No. 17 



Page 2 

Application/Control Number: 09/416,501 
Art Unit: 2815 



DETAILED ACTION 

This Office Action is in response to an amendment filed February 1 1, 2002 on which Applicant 
canceled claims 14 and 22-27 and added new claims 28-32. 

Claim Rejections - 35 USC § 103 
1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

manner in which the invention was made. 

Claims 28-30 are rejected under 35 U.S.C. § 103 (a) as being unpatentable over Sakaguchi et.al. 
(U.S. Patent No. 5,966,620) in view of Applicant's acknowledged prior art figure 2 and the 
description thereof of pages 3-4 of the instant application disclosure. With regard to Claim 28, 
Sakaguchi teaches a first single crystal substrate portion (11) having a dielectric layer (13) on a 
surface and a second substrate (1 5) portion formed thereon, wherein the dielectric layer of the 
first substrate portion is bonded to the surface of the second substrate portion. 

However, Sakaguchi fails to teach that the second substrate portion has devices formed thereon 
and defines a device surface. Applicant's admitted prior art figure 2 teaches a primary substrate 
(202) having a first level of devices (204) formed thereon and defining a device surface and at 
least a secondary substrate (Si) coupled to the device surface. Therefore, it would have been an 
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obvious modification to someone with ordinary skill in the art, at the time of the invention, to 
modify the structure as taught by Sakaguchi to include a second substrate portion having devices 
formed thereon and defining a device surface, as suggested by pages 3-4 of the instant application 
disclosure describing the prior art, in order to improve the integration and bonding of 
semiconductor layers including transistors. 

Additionally, the claim contains the limitation "the first substrate portion formed of less than an 
entire portion of a starting material by demarcating a film thickness through ion implantation into 
the starting material and separating the first substrate portion from the starting material" It is 
noted that this is a product by process limitation. A "product by process" claim is directed to the 
product per se, no matter how actually made, In re Brown, 173 USPQ 685; In re Luck, 177 
USPQ 523; In re Fessmann, 180 USPQ 324; In re Avery, 186 USPQ 161; In re Wertheim, 191 
USPQ 90 (209 USPQ 554 does not deal with this issue); In re Marosi et al, 218 USPQ 289; and 
particularly In re Thorpe, 227 USPQ 964, all of which make it clear that it is the patentability of 
the final product per se which must be determined in a "product by process" claim, and not the 
patentability of the process, and that an old or obvious product produced by a new method is not 
patentable as a product, whether claimed in "product by process" claims or not. Note that 
applicant has the burden of proof in such cases, as the above case law makes clear. 
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With regard to Claim 29, a further difference between the claimed invention and Sakaguchi is, a 
plurality of devices formed on the first substrate portion. Applicant's admitted prior art figure 2 
teaches a primary substrate (202) having a first level of devices (204) formed thereon and defining 
a device surface. Therefore, it would have been an obvious modification to someone with ordinary 
skill in the art, at the time of the invention, to modify the structure as taught by Sakaguchi to 
include a plurality of devices formed on the first substrate portion, as suggested by pages 3-4 of 
the instant application disclosure describing the prior art, in order to improve integration of 
semiconductor devices, such as transistors, into a single substrate layer. 

With regard to Claim 30, a further difference between the claimed invention and Sakaguchi is, 
selected ones of the devices of the first substrate portion and selected ones of the devices of the 
second substrate portion that are interconnected. Applicant's admitted prior art figure 2 teaches 
selected ones of the first level of devices (204) of the primary substrate (202) and selected ones of 
the devices (208) of the secondary substrate (Si) that are interconnected. Therefore, it would have 
been an obvious modification to someone with ordinary skill in the art, at the time of the 
invention, to modify the structure as taught by Sakaguchi to include selected ones of the devices 
of the first substrate portion and selected ones of the devices of the second substrate portion that 
are interconnected, as suggested by pages 3-4 of the instant application disclosure describing the 
prior art, in order to improve the integration and bonding of semiconductor layers including 
transistors. 



■t 
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Claims 31 and 32 are rejected under 35 U.S.C. § 103 (a) as being unpatentable over Applicant's 
acknowledged prior art figure 2 and the description thereof of pages 3-4 of the instant application 
disclosure. With regard to Claim 31, Applicant's admitted prior art figure 2 teaches a primary 
substrate (202) having a first level of devices (204) formed thereon and defining a device surface 
and at least a secondary substrate (Si) coupled to the device surface, the at least one secondary 
substrate having devices (208) formed thereon. 

However, Applicant's admitted prior art figure 2 fails to teach that the secondary substrate is of 
the single-crystal kind. As disclosed on page 4, providing a second layer of transistors made of 
single crystal silicon has been known in the art. Therefore, it would have been an obvious 
modification to someone with ordinary skill in the art, at the time of the invention, to modify the 
structure as taught by Applicant's admitted prior art figure 2 to include a secondary substrate of 
the single-crystal kind, as suggested by pages 3-4 of the instant application disclosure describing 
the prior art, in order to provide a crystalline material with long range order throughout as the 
substrate material. 

With regard to Claim 32, Applicant's admitted prior art figure 2 teaches selected ones of the first 
level of devices (204) of the primary substrate (202) and selected ones of the devices (208) of the 
secondary substrate (Si) that are interconnected. 



Application/Control Number: 09/416,501 Page 6 

Art Unit: 2815 



Conclusion 

2. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Examiner Edgardo Ortiz (Art Unit 2815), whose telephone number is (703) 
308-6183 or by fax at (703) 308-7722. In case the Examiner can not be reached, you might call 
Supervisor Eddie Lee at (703) 308-1690. Any inquiry of a general nature or relating to the status 
of this application should be directed to the Group 2800 receptionist whose telephone number is 
(703) 308-0956. 
EO/AU2815 
2/23/02 
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